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The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. The RCE filed is accepted. 

Claims 1, 2, 5-11. 14-16, 19-21 and 24 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. There is no support for the amendment made to pg. 2 
of the specification. The fact that the examiner made a guess as to the serial number was not 
an invitation to so amend. 

Claims 1, 2, 5-11. 14-16. 19-21 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lieber 6,159,742 taken with Uchida et al. 5560898. 

As to the independent claims, Lieber 742 discloses a carbon nanotube (see column 1, 
lines 39-41) having an organic functionalization (see column 1, lines 48-67). The formula 
disclosed is: 

X-(L-M)n, wherein L~M is deemed to meet the limitation of an organic functional group. 
Despite applicant's limitation of a nanocapsule, no difference is seen between the nanocapsule 
of the present invention and the nanotube of Lieber. Finally, the nanotubes are hollow (see 
column 2, line 24). Lieber does not discuss the purity, however Uchida teaches purifying 
nanotubes. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to purify the nanotubes of Lieber because doing so provides for a high-sensitivity 
device without interfering species. 

As to claims 2 and 5, Lieber 742 discloses a multi-walled carbon nanotube (see column 
2. lines 33-39) with a diameter of 1-200 nm (see column 2, lines 24-26). In the carbon nanotube 
formula, n is 1 to 100 (see column 1, line 55). 

Lieber teaches claim 6 because of the various possible combinations (see column 4, 
lines 25-40). In so far as the formula for Lieber does not match up to the present formula, it 
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would have been obvious to provide bigger linking groups to be able to sorb more complicated 
molecules having many binding sites. 

As to claims 7-9, these are process limitations and do not limit a product. No difference 
is seen. See, exL, In re Brown . 459 F.2d 531,173 U.S.P.Q. 685 (CCPA 1972); In re Fessman . 
489 F.2d 742. 180 U.S.P.Q. 324 (CCPA 1974). 

As to claim 10, 1 1, and 14, Lieber teaches the functional groups of hydroxy (see column 
4, lines 8-9), carboxylic acid (see column 4, lines 27-29), aldehydes and ketones (see column 4, 
lines 34-36). As explained above, Lieber 742 discloses a multi-walled carbon nanotube (see 
column 2, lines 33-39) with a diameter of 1-200 nm (see column 2, lines 24-26). In the carbon 
nanotube formula, n is 1 to 100 (see column 1, line 55). 

As to claim 15, 16, and 19, Lieber teaches the functional groups of amides (see column 
4, lines 31-34, see also column 4, lines 1-3). Lieber 742 discloses a multi-walled carbon 
nanotube (see column 2, lines 33-39) with a diameter of 1-200 nm (see column 2, lines 24-26). 
In the carbon nanotube formula, n is 1 to 100 (see column 1 , line 55). 

As to claim 20, 21, and 24, Lieber teaches the functional group of hydroxy (see column 
4, line 8-9). Lieber 742 discloses a multi-walled carbon nanotube (see column 2, lines 33-39) 
with a diameter of 1-200 nm (see column 2, lines 24-26). In the carbon nanotube formula, n is 1 
to 100 (see column 1 , line 55). 

Claims 1, 2, 5-10, 15, 19, 20 and 24 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Hiura et al. 5698175. 

The discussion above concerning the similarity of the carbon is incorporated herein. Hiura 
teaches purifying and functionalizing hollow nanotubes. The functional groups are recited. See 
col. 2-3, the figures and the examples. Even though the purity is not reported per se, no 
patentable difference is seen since Hiura performs essentially the same process on essentially 
the same material and seeks to purify. Hollow multiwall nanotubes are depicted; no differences 
are seen in the diameter or structure. 
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Applicant's arguments filed 9/27/06 have been fully considered but they are not persuasive. 

No differences have been demonstrated between the nanotubes of the references versus that 

of the present claims. The purity has been addressed by the addition of the Uchida reference. 

The term 'capsule' does not imply any particular length, diameter or aspect ratio. Lieber teaches 

the claimed diameter. The argument on pg. 13 as to the mechanism has not been proven in 

side-by-side comparison, nor do the claims limit where the functionalization occurs. The 

submitted references are of interest, but not applied to avoid duplication of rejection. 

Any inquiry concerning this communication should be directed to examiner Hendrickson 
at telephone number (571) 272-1351. 




Stuart Hendrickson 
examiner Art Unit 1754 



